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1 . This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(aX the examiner presumes that the subject matter of the various clmms was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

2. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

1. Claims 1-20, drawn to apparatus for extracting a sample from a strip of material, 

classified in class 73, subclass .864.41. 
n. Cljum 21, drav^ to a method of extracting a sample from a material strip. 



in. Claim 22, drawn to a method for removing a material sample from a material strip 
and testing said material, classified in class 73, subclass 159. 
3 . The inventions are distinct, each from the other because: 

Inventions Groups 2-3 considered together and Group 1 are related as process and 
apparatus for its practice. The inventions are distinct if it can be shown that either: (1) the 
process as claimed can be practiced by another materially different apparatus or by hand, or (2) 
the apparatus as claimed can be used to practice another and materially different process. (MPEP 
§ 806.05(e)). In this case the apparatus as claimed can be used to practice another and materially 



classified in class 73, subclass 864.41. 
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different process than that of group 2 such as one where a sample can be removed or ejected from 
the cutting die at any position and not just an ejection position. The apparatus as claimed does 
not require that tests be performed while the sample is held between the strips to determine 
physical properties of the sample as in group 3. Even if the apparatus of claim 20 of group 1 is so 
held the method of group 3 could be performed by a. materially different apparatus such as one not 
requiring to use of an ejector pin located within the cutting die as required by claim 20. 

4. Inventions Group 3 and Group 2 are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 8016.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because it does not require rota;tion of a cutting wheel into an ejection position to eject 
the sample as in group 2. The subcombination has separate utility such as use as a sample 
extractor for testing chemical properties of the sample or even if testing physical properties not 
necessarily performing tests oii the sample held between strips as in group 3, etc. 

5. Because these inventions are distinct for the reasons given above and the search required 
for Group 1 is not required for Groups 2-3, etc., restriction for examination purposes as indicated 
is proper. ^ 
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6. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be exanuned even though the requirement be traversed (37 CFR 
1.143). 

7. A telephone call was made to Mr. Gregory S. Kolocousis on Jan. 17, 2003 to request an 
oral election to the above restriction requirement, but did not result in an election being made. 

8. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Tom Noland whose telephone number is (703) 305-4765. The examiner can 
normally be reached on weekdays from 9:00 to 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Mr. Hezron E. Williams, can be reached on (703) 305-4705. 

The fax phone number for the organization where this application or proceeding is 
assigned is (703) 308-7722. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0956. 
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